
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
c COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Viigiiiia 223 13-1450 
www.uq)to.gov 



APPLICATION NO. 



FILING DATE 



HRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONHRMATIONNO. 



10/042,382 



01/11/2002 



Wendell W. Cattion 



P 0283275 D1142 



5496 



909 7590 10/03/2003 

PILLSBURY WINTHROP, LLP 
P.O. BOX 10500 
MCLEAN, VA 22102 



EXAMINER 



SERGENT, RABON A 



ART UNIT 



PAPER NUMBER 



1711 



DATE MAILED: 10/03/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

10/042,382 


Applicant(s) 

CATTRON ET AL. 


Examiner 
Rabon Sergent 


Art Unit 

1711 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) f^ONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenn adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication{s) filed on . 



2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) D Since this application is in condition for allowance except for fomnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-24 is/are pending in the application. 

4a) Of the above claim(s) 22-24 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1-21 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 !)□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 



2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infonmal Patent Application {PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121: 
L Claims 1-21, drawn to a coating, classified in class 526, subclass 301, 
n. Claims 22-24, drawn to a process, classified in class 525, subclass 123. 

2. The inventions are distinct, each from the other because: 

Inventions of Group U and Group I are related as process of making and product made. 
The inventions are distinct if either or both of the following can be shown: (1) that the process as 
claimed can be used to make other and materially different product or (2) that the product as 
claimed can be made by another and materially different process (MPEP § 806.05(f)). In the 
instant case, the process, as claimed, can be used to make a materially different product, such as 
one where the radiation-curable composition does not comprise acrylates. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

4. During a telephone conversation with Mr. Paul Sharer on September 25, 2003, a 
provisional election was made with traverse to prosecute the invention of Group I, claims 1-21. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
22-24 are withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as being 
drawn to a non-elected invention. 
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5. It is noted that claim 23 is drawn to a method according to claim 19; however, since claim 
19 is not drawn to a method, the examiner has assumed that claim 19 should depend from claim 
22 and belongs with the method of Group n. 

6. A new abstract is required that is more representative of the invention. 

7. Claim 21 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 21 provides for the use of the composition of claim 1, but, since the claim does not 
set forth any steps involved in the method/process, it is unclear what method/process applicant is 
intending to encompass. A claim is indefinite where it merely recites a use without any active, 
positive steps delimiting how this use is actually practiced. 

Claim 21 is rejected under 35 U.S.C. 101 because the claimed recitation of a use, without 
setting forth any steps involved in the process, results in an improper definition of a process, i.e., 
results in a claim which is not a proper process claim under 35 U.S.C. 101. See for example Ex 
parte Dunki, 153 USPQ 678 (Bd.App. 1967) and Clinical Products, Ltd. v. Brenner, 255 F. 
Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

8. Claim 19 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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It is unclear what significance the language, "at least in part", possesses. It is unclear how 
the language further hmits the claim. 

9. Claims 1-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

The variable, Xj, as claimed renders the claims indefinite. 

Firstly, it is unclear if X, is required to be identical for (i) and (ii). If not, then it is 
unclear why the same variable has been used to define different groups; the use of the same 
variable to define different groups is ambiguous, especially, in the case of dependent claims, such 
as 3 and 4, since it cannot be determined if the X, of (i) or the Xj of (ii) is intended. 

Secondly, since the residue of a multifimctional isocyanate is an aliphatic or aromatic 
group, it is unclear how X, differs fi-om the residue. 

Thirdly, Xi is defined in claim 1 as being an aliphatic or aromatic group; this definition 
does not provide for the presence of hetero atoms, as in alkoxy, polyether, or polyester groups; or 
alkyl substituted aromatic, as in bisphenol A residues. 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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11. Claims 1-21 are rejected under 35 U.S.C. 102(b) as being anticipated by Szum et al. 



Patentees disclose radiation curable coatings comprising urethane acrylate oligomers, 
considered to meet applicants' component (ii), and alkoxylated bisphenol A diacrylates, 
considered to meet applicants' component (i). See columns 3-8. Given applicants' disclosure at 
page 1 1, lines 13-15 of the specification, the position is taken that applicants' claimed bisphenol 
diacrylate (claims 5 and 6) encompasses the alkoxylated bisphenol diacrylates of Szum et al. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (703) 308-2982. 



('750). 
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